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the United States Patent and Trademark Office 

&ttion of: 

Tohn J. Quinn et al. Confirmation No.: 9085 

Serial No.: 10/667,191 Group Art Unit: 1637 

Filing Date: September 15, 2003 Examiner: Heather Calamita 

Title: DUAL-PURPOSE PRIMERS AND PROBES FOR PROVIDING ENHANCED HYBRIDIZATION ASSAYS BY 
DISRUPTION OF SECONDARY STRUCTURE FORMATION 



Response to Restriction Requirement 

Mail Stop Amendment 

Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 



Sir: 

In the Restriction Requirement mailed from the United States Patent and Trademark Office on 
May 2, 2006, the Examiner is requesting restriction of the claims of the instant application to the 
following two groups: 

Group I: claims 1-18, 25-34, drawn to a primer; and 

Group II: claims 19-24, 35-39, drawn to a method for amplifying a target nucleic acid. 

In response, applicants elect the claims of Group I, i.e., claims 1-18 and 25-34 with traverse. In 
the Restriction Requirement, the Examiner asserts that the claims of Group I and distinct from the claims 
of Group II because the primer could be used in a method to probe target nucleic acids instead of the 
claimed amplification method. Applicants respectfully disagree. It is well-established in the art that a 
primer is always used for extension assays; thus, even where a primer may be used to screen a target 
nucleic acid sequence, by its very nature, the primer will do so by amplifying the target nucleic acid 
sequence. 

Because the claims of Group II, i.e., claims 19-24 and 35-39, share the same claim limitations as 
the claims of Group I, applicants submit that the claims of Group II are not patentably distinct from the 
claims of Group I and that the Examiner would not be burdened by examining all of the claims of the 
instant application together. In light of the foregoing, applicants respectfully request that the Examiner 
withdraw the restriction requirement and examine all of the claims of this application together, i.e., claims 
1-39. 
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With the instant election, applicants expressly reserve their right under 35 U.S.C. § 121 to file a 
divisional application directed to the nonelected subject matter, i.e., the subject matter of claims 19-24 
and 35-39 during the pendency of this application. 

If the Examiner has any questions concerning this communication, she is welcome to contact the 
undersigned attorney by telephone at 650.251.7713 or by e-mail at kcanaan@mintz.com. 

Respectfully submitted, 



KkenCanaan 
Registration No. 42,382 
c/o MINTZ LEVIN 
1400 Page Mill Road 
Palo Alto, California 94304-1124 
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